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DETAILED ACTION 

This Office Action is in response to the communication filed on 1/1 5/04, Applicant's 
arguments have been considered, but are not persuasive. Claims 91-148 are pending. Claims 1- 
90 have been canceled. 

Continued Examination Under 37 CFR 1,114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
ehgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1/15/04 has been entered. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982);/// re Vogel, All F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed temiinal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer, A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 91-148 are rejected under the judicially created doctrine of double patenting over 
claims 1-33 of U. S. Patent No. 6,1 17,594 since the claims, if allowed, would improperly extend 
the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, 
as follows: both the application and the patent claim a grid supporting structure having an active 
material pasted thereto. The grid comprises a lead-based alloy consisting essentially of lead, tin, 
calcium and silver. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims coiTesponding to those of the instant application during prosecution of the apphcation 
which matured into a patent. See also MPEP § 804. 

» 

Claims 91-148 are provisionally rejected under the judicially created doctrine of double 
patenting over claims 30-71 of copending Application No. 09/627,522. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending application 
since the referenced copending application and the instant application are claiming common 
subject matter, as follows: both the instant application and the copending application claim a grid 
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supporting structure having an active material pasted thereto. The grid comprises a lead-based 
alloy consisting essentially of lead, tin, calcium and silver. 

Furthennore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other copending 
application. See also MPEP § 804. 

Claims Analysis 

Claims 91 , 111 and 129 recite "A lead-acid cell for an SLl battery configured for use in 
vehicle applications", but, since the claims do not set forth any steps involved in the 
method/process the limitation "configured for use in vehicle applications" will not be given 
patentable weight. Neither the specification nor the claims disclose how the lead-acid battery is 
configured for use in vehicle apphcations. 

Claim Objections 

Claims 1 10, 127, 128 and 148 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for faihng to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. Regarding claims 1 10, 128 and 148, the term 
"SLI" is an abbreviation for "starting, lighting, ignition" (see page 3, line 2 of the specification). 
Regarding claim 127, claim 111 already requires the positive plate and negative plate be 
separated by a separator. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written descnption of the nivention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact tenns as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 96, 100, 103, 116, 119, 120, 134, 138 and 141 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
appHcation was filed, had possession of the claimed invention. The specification does not 
support a lead alloy having a silver content of 0.008% by weight. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 91-148 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "thin" in claims 91, 111 and 129 is a relative tenii which renders the claims 
indefinite. The term "thin" is not defined by the claims, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invenfion. The specification does not disclose any 
thickness values for the grid supporting structure. Thus, it is unclear what the term "thin" 
encompasses. 

Claim Rejections - 35 USC § 102 
The following is a quotafion of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejecdons under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth m 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 91-148 are rejected under 35 U.S.C. 102(e)/103(a) as being anticipated by, and 
alternatively unpatentable over, Larsen et al., US 5,948,566, 

Larsen teaches a sealed lead-acid battery (col, 1 1, lines 35-39) having a positive plate, a 
negative plate and a separator between the plates (col. 8, lines 20-36). An active material paste is 
applied to a grid supporting structure to fonn the positive plate (col. 7, lines 24-43). The positive 
grid alloy comprises a lead-based calcium-tin-silver alloy in w^hich, based upon the total weight 
of the alloy, calcium is present in a range of from about 0.01% to 0.06%, tin is present in a range 
of from about 0.3%o to 1 .0% and silver is present in a range of about 0.01% to 0.06%). Note the 
ratio of tin to calcium may be greater than 20:1. Optionally, aluminum can be included in an 
amount from about 0.003% to 0.010%. See col. 11, lines 7-14. 

Thus, the claims are anticipated. 

The claims are alternatively unpatentable. The claim limitation "formed by book mold 
gravity casting'' is a product-by-process limitation. The courts have ruled that product-by- 
process limitation, in the absence of unexpected results, are obvious. In re Fessman . Thus, 
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whether the grids are made by gravity casting or direct casting, the lead alloy grids are the same. 
Furthermore, Larsen at least suggests the grids may be made by gravity casting. Larsen teaches 
it is known to form grids by gravity casting techniques (col. 2, lines 18-19) and that such grids 
have been made by utilizing gravity casting and a number of molds (col. 2, lines 38-39). 

Regarding the claim limitation "A lead-acid cell for an SLI battery", Larsen teaches the 
grids and plates disclosed therein are useful in any desired lead-acid cell/battery application (col 
3, lines 44-56). 

Alternatively, the invention as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made because a prima facie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium Metals Corp. 
of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) (Court held as proper a 
rejection of a claim directed to an alloy of "having 0.8% nickel, 0.3% molybdenum, up to 0,1% 
iron, balance titanium" as obvious over a reference disclosing alloys of 0.75% nickel, 0.25% 
molybdenum, balance titanium and 0.94% nickel, 0.3 1%> molybdenum, balance titanium.). See 
MPEP 2144.05. 
» 

Claims 91-148 are rejected under 35 U.S.C. 103(a) as being unpatentable over Larsen, 
US 6,423,451. 

Larsen teaches a sealed lead-acid cell having a container, a positive plate, a negative plate 
and a separator between the positive and negative plate (col. 8, lines 30-42). The positive plate 
comprises a grid and a positive active material pasted onto the grid (col. 8, lines 8-12). Larsen 
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teaches that the grid supporting structure comprises a lead-based alloy consisting essentially of 
lead, from about 0.02% to about 0,05% calcium, from about 1 .5% to about 3.0% tin and from 
about 0.01 % to about 0.05% of silver (see abstract). Note the tin to calcium ratio is greater than 
20: 1. Optionally, the alloys can include from about 0.003% to 0.03% by weight of aluminum 
(col. 5, lines 8-9). Larsen teaches that the grids may be formed by conventional casting 
techniques such as gravity casting ("book molds" or the like) and continuous processes using 
expanded metal techniques (col. 2, lines 25-32 and col. 7, lines 40-47). The grids of Larsen may 
be used in any lead-acid cell or battery including, for example, automotive (flooded starting, 
lighting and ignition), bipolar and the like (col. 12, lines 12-17). Table 4 teaches a specific lead 
based alloy grid having 2.0% tin, 0.006% silver, 0.040% calcium and the balance lead. Note the 
alloy (Alloy E) has a ratio of tin to calcium of 50:1 (2/0.04). 

Larsen does not explicitly disclose a grid supporting structure having the alloy 
composition of the instant claims. 

However, the invention as a whole would have been obvious to one having ordinary skill 
in the art at the time the invention was made because a prima facie case of obviousness exists 
where the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium Metals Corp. 
of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) (Court held as proper a 
rejection of a claim directed to an alloy of "having 0.8% nickel, 0.3% molybdenum, up to 0.1% 
iron, balance titanium" as obvious over a reference disclosing alloys of 0.75% nickel, 0.25% 
molybdenum, balance titanium and 0.94% nickel, 0.31% molybdenum, balance titanium.). See 
MPEP 2144.05. 
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Response to Arguments 
Applicant's arguments filed 1/15/04 have been fully considered but they are not 
persuasive. 

Applicant has requested the double patenting rejection be held in abeyance until 
allowable claims are indicated by the Examiner. No further arguments are provided regarding 
the double patenting rejection. 
Larsen '566 

Applicant argues the claims as amended are directed toward a SLI battery and require the 
grid to be ''thin". However, the term "thin" has been rejected under 35 U.S.C. 112, 2"^ as 
indefinite. Applicant argues Larsen does not disclose any specific examples of an alloy having a 
composition as recited in the claimed invention with "sufficient specificity" to constitute an 
anticipation rejection. Applicant further argues Larsen discloses no understanding of the effects 
realized in the claimed ranges of the alloy composifion. However, as shown by Table 3 of the 
instant specification, no cracking of the grids is an effect realized in the claimed ranges of the 
alloy composifion. Larsen does understand the effects realized in the claimed invention because 
Larsen teaches the lead-tin-calcium-silver alloy grids have a crack-free surface (abstract). 

The Examiner points out that MPEP 2131.03 teaches when the prior art discloses a range 
which touches, overlaps or is within the claimed range, but no specific examples falling within 
the claimed range are disclosed, a case by case detenninafion must be made as to anticipation . In 
order to anticipate the claims, the claimed subject matter must be disclosed in the reference with 
"sufficient specificity to constitute an anticipation under the statute." What constitutes a 
"sufficient specificity" is fact dependent . If the claims are directed to a narrow range, the 
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reference teaches a broad range, and there is evidence of unexpected results within the claimed 
narrow range, depending on the other facts of the case, it may be reasonable to conclude that the 
narrow range is not disclosed with ''sufficient specificity" to constitute an anticipation of the 
claims. The unexpected results may also render the claims unobvious. The question of 
"sufficient specificity" is similar to that of "clearly envisaging" a species from a generic 
teaching. SeeMPEP § 2131.02. A 35 aS,C. J 02 /1 03 combination rejection is 
permitted if it is unclear if the reference teaches the range with "sufficient specificity.'" The 
examiner must, in this case, provide reasons for anticipation as well as a motivational 
statement regarding obviousness. Ex parte Lee 31 USPQ2d 1 105 (Bd. Pat. App. & 
Inter. 1993) (expanded Board). 

Applicant does not provide evidence of unexpected results. The composition ranges for 
the lead based alloy of the prior art are not considered "broad" when used to anticipate the 
composition ranges for the lead based alloy of the claimed invention. MPEP 21 3 1 .03 does not 
require the prior art reference to teach a specific example falling within the claimed range when 
the prior art discloses a range which touches, overlaps or is within the claimed range in order to 
constitute an anticipation rejection. 
Larsen '451 

Applicant argues Larsen does not identify any effect of tin in a range below 1.5 percent. 
However, the instant specification does not identify any effect which is attributed to the amount 
of tin only. The specification teaches effects of the lead-based alloy as a whole. There is no 
evidence of any effect attributed directly to the amount of tin contained in the lead-based alloy. 
Furthennore, Larsen realizes that suitable alloys must be capable of being cast into grids by the 
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desired technique, i.e., tlie cast grids must be low in defects as it known (e.g., relative freedom of 
voids, tears, micro-cracks and the like). Such casting techniques include book mold gravity 
casting (2:25-31). The grids of Larsen maybe used for SLT lead-acid batteries (12:12-17). 
Applicant does not provide evidence of unexpected results. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tracy Dove whose telephone number is 571-272-1285. The 
examiner can normally be reached on Monday- Thursday (9:00-7:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status inforaiation for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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